UNITED*-.^ M 

Patent and Trademarfpfflce MT OF COMMERCE 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. [ FILING DATE 



r 



FIRST NAMED INVENTOR 



0 8 / 8 17,507 04/r7/97 Kl SHI MO' 



ro 



HAROLD WE&NER 

FOLEY & LARDNER 

3000 K STREET NW SUITE Finn 

PO BOX 25696 

WASHINGTON DC 20 0 07-8696 



HM21/1207 



n 



ATTORNEY DOCKET NO. 



J466/201 



| EXAMINER 1 


REE* 


/££ 


; ? J 


| ART UNIT 


FAPER NUMBER | 


i 64:; 

DATE MAILED: 




K 






12/07/98 



i or 



" 6 ceed"ng be ' OW ^ ™ ^ commun,c ««°n concerning this appllcatton 

Commissioner of Patents and Trademarks 



PTO-90C (R«v. 2/95) 

•U.S. GPO: 1998^37-638/80022 



1- File Copy 



Office Action Summary 



Application No. 
08/817,507 



Applicant(s) 



Kishimoto et al 
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Julie E. Reeves, Ph.D. 



Group Art Unit 
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CS Responsive to communication(s) filed on Oct 13, 1998 . 

□ This action is FINAL. t 

□ s,„ce this application Is In conditio, ,or allowance "T^TmO^T " " " 
in accordance with tha practice under Gr parte Ouayle, 1935 CD. 1 1 , 453 o.t,. 

A shortened statutory period ,0, response ,0 this actfcn * 

37 CFR 1.136(a). 



Disposition of Claims 

IS Claim(s) 15-28 



Of the above, claim (s) 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



H Claims 15-28 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Rev.ew, PTO-948. 

□ The drawing(s) filed on . is/are objected to by the Examiner. 

.... is Qpproved disapproved. 

□ The proposed drawing correction, filed on _ » ^ v 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 iiq (a )-(d) 
H Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1191a) W). 
H All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
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□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
♦Certified copies not received: . 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
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1 . In response to the Office action mailed 5/13/98, Claims 1-14, drawn to a product, have 
been canceled and replaced with claims 15-28 directed at a method of treating a variety of 
diseases. Because the in tended use of the product claims 1-14 carried no patentable weight, no 
restriction was needed between the product claims 1-14. However, in view of the newly 
submitted method claims, the methods for treating the different diseases does impart patentable 
weight. Accordingly, the claims present different inventions, as set forth below in the restriction 
requirement. 

2. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in response to this action, to elect 
a single invention to which the claims must be restricted. 

Group I, claim(s) 16-18 and claims 15 and 24-28, in part, drawn to a method of treating 
plasmacytosis. If group I is elected, claims 15 and 24-28 will be examined to the extent that read 
up the method of treating ^W^Cm 4 * 1 ^ ^ 

Group n, claim(s) 19 and claims 15 and 24-28, in part, drawn to a method of treating 
hyperimmunoglobulimia. If group II is elected, claims 15 and 24-28 will be examined to the 
extent that read up the method of treating hyperimmunoglobulimia. 
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Group III, claim(s) 20 and claims 15 and 24-28, in part, drawn to a method of treating 
anemia. If group III is elected, claims 1 5 and 24-28 will be examined to the extent that read up 

the method of treating anemia. 

Group IV, claim(s) 21-22 and claims 15 and 24-28, in part, drawn to a method of treating 
nephritis or mesangium proliferative nephritis. If group IV is elected, claims 15 and 24-28 will 
be examined to the extent that read up the method of treating nephritis or mesangium proliferative 

nephritis. 

Group V, claim(s) 23 and claims 15 and 24-28, in part, drawn to a method of treating 
cachexia. If group V is elected, claims 15 and 24-28 will be examined to the extent that read up 
the method of treating cachexia. 

3. The inventions listed as Groups I-V do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: the methods recite the treatment of different diseases. 
The methods of Inventions I-V differ in the method objectives, method steps and parameters and 
in the reagents used. Each of the diseases has a different pathological conditions, affect different 
organs of the body and result in different prognosis. The examination of all groups would require 
different searches in the U.S. PATENT shoes and the scientific literature and would require the 
consideration of different patentability issues. Thus Inventions I-V are separate and distinct in 
having different method steps and different endpoints and are do not relate to a single general 
inventive concept under PCT 13.1. 
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4. A telephone call was made to Stephen Maebius on 29 Oct 1 998 to request an oral election 
to the above restriction requirement, but did not result in an election being made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.1 7(i). 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Julie E. Reeves, Ph.D. whose telephone number is (703) 308-7553. 




Julie E. Reeves, Ph.D. 



October 29, 1998 




